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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

The following is a quotation of tlie second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-19, 23, 34-37, 42, and 43 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Applicant has added the limitation of "to produce a glass which transmits a high 
percentage of Incident light". This claim is confusing due to the lack of comma usage. 
Additionally, the claim is vague, as the applicant has not provided insight on what is 
considered a "high percentage". 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b). by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351 (a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351(a). 
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Claims 1, 5-8, 34-35, 40-42 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Saegusa et al. (US 6,126.743). 

Saegusa teaches a process of coating a glass substrate that may or may not be 
all ready coated (column 11, lines 25-30) and is heated to 300-900 degrees Celsius. 
The coating to be applied may comprise tungsten oxide. Directing gaseous tungsten 
chloride and an oxygen source, in the form of oxygen, performs the deposition (column 
5, lines 15-18, line 47). Ethyl acetate may be used as a solvent (column 7. line 50), 
which reads on being a source of oxygen as well. The product of this reference reads 
on claim 42. Since all other steps are the same as the applicant's, it is assumed that 
the transmition of incident light is inherent to Saegusa. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saegusa et al. (US 6,126,743). 

Saegusa teaches the limitations of claim 1 , as shown above. As to claim 4, the 
reference fails to teach that the tungsten chloride is substituted. However, Saegusa 
does teach that the precursor is either tungsten chloride or tungsten ethoxide (column 5, 
lines 15-20). It is the examiner's position that one of ordinary skill in the art would 



Application/Control Number: 09/744,420 P^ge 4 

Art Unit: 1762 

recognize that by the reference teaching that the ligands of tungsten precursor being 
capable of being either chloride or ethoxide, that it is implied that the ethoxide 
substituent and the chloride substituent behave the same way in the reaction-deposition 
process. Therefore, it would have been obvious that if a tungsten precursor with a 
chloride ligand may be used, and a tungsten precursor with an ethoxide ligand may be 
used, then one of ordinary skill in the art would have a reasonable expectation to 
believe that a tungsten precursor containing chlorides and ethoxides as its ligands 
would succeed in performing the process as taught. To use the substituted precursor 
would have been obvious at the time the invention was made to a person having 
ordinary skill in the art with the expectation of achieving similar results. 

As to claim 1 8, Saegusa fails to teach the growth rate of the deposited film. 
However, to achieve maximum rate without sacrificing film quality would have been 
obvious and within the skill of one practicing in the art, absence evidence of criticality. 

Claims 1-3, 8, 10-14, 18, 23, 34. 38 - 40, 42, and 44 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Proscia (US 5,286,520) in view of Tracy et al. 
(US 4,687,560). 

Proscia teaches a method of coating a glass substrate (column 4, lines 25-30) 
with a fluorine-doped tungsten oxide layer. The process may occur during the well- 
known float glass process (column 3, lines 45-50). Proscia teaches that trifluoroacetic 
acid, as the fluoride source for doping, may be simultaneously added to a gas stream 
comprising oxygen and tungsten hexafluoride (column 3, line 33). Proscia also teaches 
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a method of entraining the tungsten precursors where nitrogen is used as the carrier 

gas (column 4, lines 13-22). 

The reference fails to teach the use of a tungsten chloride or an oxyhalide as the 
tungsten precursor. However, Tracy teaches that either tungsten chloride or tungsten 
oxytetrachloride may be used as the precursor in place of tungsten hexafluoride for 
depositing a tungsten oxide film. From this teaching, it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to utilize either 
tungsten oxytetrachloride or tungsten chloride as the precursor for the process taught 
by Proscia. 

Examiner acknowledges that the temperature range given by Proscia is less than 
what is claimed by the applicant. However, the examiner takes official noticed that it is 
well known that, generally, substrate temperature effects deposition rate and film 
quality. Therefore, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to optimize the temperature such that deposition 
rate is maximized and film defects minimized. 

Additionally, it is pointed out that "where the principal difference between the 
claimed process and that taught by the reference is a temperature difference, it is 
incumbent upon applicant to establish criticality of that difference." See Ex parte 

Khusid, 174 USPQ 59. 

As to claims 13, 38, and 39, Proscia fails to teach the temperatures of the 
species being vaporized as they are entrained. However, it is well known in the art to 
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use a temperature just below the melting point of the material, since the material is 
heated but still remains a solid. The applicant's claimed ranges fall within this range. 

As to claim 18, Proscia fails to teach the growth rate of the deposited film. 
However, to achieve maximum rate without sacrificing film quality would have been 
obvious and within the skill of one practicing in the art, absence evidence of criticality. 

Claims 1-3, 8, 34, 35, 40, 42, and 44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Dai et al. (XP-002 123373). 

Dai teaches a process of applying a tungsten oxide film to a silica substrate that 
is coated with indium-tin oxide by a plasma enhanced CVD method (page 408, lines 1- 
10). The precursor is tungsten oxytetrachloride mixed with oxygen. 

The only difference between the reference and the applicant's claim 1 is the 
substrate temperature. As shown above, it is incumbent upon applicant to establish 
criticality of the temperature difference. 

Claims 1, 2, 5-9, 17-22, 34-37, and 40-44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gallego et al. (US 6,048,621) in view of Tracy et al. (US 
4,687,560). 

Gallego teaches a process of coating a glass substrate by first coating it with an 
underlayer of silicon, carbon, and oxygen (column 3, lines 40-45). Then a layer of 
tungsten oxide, in a non-stoichiometric amount, is deposited on the underlayer 
(abstract, column 2, lines 24-33) with a thickness of 50 nm to 500 nm (column 2, lines 
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43-45). Then an overlayer of fluorine doped tin oxide is deposited upon that layer 
(column 3, lines 50-65). The reference teaches that the stoichiometry is altered by 
altering the flow of oxygen, but fails to teach the precursors for depositing the tungsten 
oxide layer. 

However, as it has been shown above, it would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to use the precursors 
of Tracy in order to produce the tungsten oxide layer of Gallego. By doing so, one 
would have a reasonable expectation of success in achieving the taught process. 

As to claim 18, Gallego fails to teach the growth rate of the deposited film. 
However, to achieve maximum rate without sacrificing film quality would have been 
obvious and within the skill of one practicing in the art, absence evidence of criticality. 

As to claim 43, Gallego teaches the multiple-glazing unit with the coated glass in 
spaced opposed relation to the glazing plane (column 4, lines 38-45). 

Claims 1, 2, 5-8, 10-16, 18, 23, 34-35, 38-42, and 44 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Riaz et al. (US 5,385,751) in view of Tracy et 
al. (US 4,687,560). 

Riaz teaches a method of coating a glass substrate (column 3, line 23) with a 
fluorine-doped tungsten oxide layer. The process may occur during the well-known float 
glass process (column 3, line 20). The temperature of the substrate is between 300- 
500 degrees Celsius (column 3, line 17). Riaz teaches that trifluoroacetic acid, as the 
fluorine source for doping, may be simultaneously added to a gas stream that 
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comprises tungsten alkoxides and an oxygen source (column 2. line 54). Riaz also 
teaches a method of entraining the tungsten precursors where nitrogen is used as the 
carrier gas (column 3, lines 58-68). 

The reference does not explicitly teach the use of the applicant's tungsten 
precursor. However, as it has been shown above, it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to use the 
precursors of Tracy in order to produce the tungsten oxide layer of Riaz. By doing so, 
one would have a reasonable expectation of success in achieving the taught process. 

As to claim 15. it was shown above that an entraining method was taught by Riaz 
for the precursors. However, the reference is silent using an entraining method for 
vaporizing solvents. It also has been shown above that it would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to utilize the 
tungsten chloride and the ester solvent as the precursor in the process taught by Riaz. 
The references are silent to the vaporizing the solvent. However, as a simple method of 
vaporizing has been taught for the other species, it is the examiner*s position that one of 
ordinary skill in the art would recognize that vaporizing the ester by the same entraining 
method as the precursors, would result in satisfactory results. Therefore, to do so 
would have been obvious at the time the invention was made to a person having 
ordinary skill in the art. 

As to claims 13, 16, 38, and 39, Riaz fails to teach the temperatures of the 
species being vaporized as they are entrained. However, it is well known in the art to 
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use a temperature just below the melting point of the material, since the material is 
heated but still remains a solid. The applicant's claimed ranges fall within this range. 

As to claim 18, Riaz fails to teach the growth rate of the deposited film. 
However, to achieve maximum rate without sacrificing film quality would have been 
obvious and within the skill of one practicing in the art, absence evidence of criticality. 



Response to Arguments 

Applicant argues that the multitude of possibilities in Saegusa prevents Saegusa 
from anticipating the applicant's claim. This is found unconvincing. In the embodiment 
of depositing by CVD, tungsten halides are explicitly taught as useful precursors, which 
leads to tungsten oxide being deposited in the film. Possible substrates include glass. 
All aspects of the applicant's invention are explicitly taught within one embodiment 
(column 5). Therefore, the reference clearly anticipates the applicant's claims as 
written. 

Applicant's arguments with respect to combining Saegusa as a secondary 
reference is found convincing. Examiner has withdrawn these rejections. Applicant's 
arguments are moot in view of the new grounds of rejection. 

Applicant argues that Tracy is a vacuum deposition process and not a CVD, and 
thus cannot be combined as a secondary reference. This is not convincing. The 
process of Tracy involves depositing films from precursor vapor where the precursor 
vapor is reacted with an oxygen source (column 5, lines 1-40). This reads on a CVD 
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process. Regardless, this is essentially the same process of the primary references 
Tracy is combined with, thus rendering the precursor substitutions obvious. 

Applicant argues that Riaz, Proscia, and Dai all teach temperatures lower than 
the applicant. Examiner has conceded this. However, applicant has still not shown 
criticality, as is required when the principal difference between the claimed process and 
that taught by the reference is a temperature difference. See Ex parte Khusid, 174 
USPQ 59. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B Fuller whose telephone number is (703) 308- 
6544. The examiner can normally be reached on Mondays through Thursdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive Beck, can be reached at (703) 308-2333. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703 872-9310 
for regular communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 
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